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MANUAL OF PATENT EXAMINING PROCEDURE 



wh,ch ts so worded that it. in feet is not. as. for exam- 
ple, it does not include every limitation of the claim 
on which it depends, will be required to be canceled 
as not being a proper dependent claim; and cancela- 
tion of any further claim depending on such a depen- 
dent claim will be similarly required. Where a claim 
in dependent form is not considered to be a proper 
dependent claim under 37 CFR 1.75(c). the examiner 
should object to such claim under 37 CFR 1 75( c ) and 
require cancellation of such improper dependent 
claim or rewriting of such improper dependent claim 
m independent form. See Ex parte p oner 

ssyf ii44> 1147 (Bd - ° f pat v & ^ 

(A claim determined to be an improper depen- 
dent claim should be treated as a formal matter, in that 
the claim should be objected to and applicant should 
be required to cancel the claim (or replace the 
improper dependent claim with an independent claim) 
rather than treated by a rejection of the claim under 
35 U.S.C. 112, fourth paragraph.). The applicant may 
thereupon amend the claims to place them in proper 
dependent form, or may redraft them as independent 
claims, upon payment of any necessary additional fee. 

Note, that although 37 CFR 1.75(c) requires the 
dependent claim to further limit a preceding claim 
this rule does not apply to product-by-process claims.' 

Claims which are in improper dependent form for 
failing to further limit the subject matter of a previous 
claim should be objected to under 37 CFR 1.75(c) by 
using form paragraph 7.36. 



I 7.36 Objection, 37 CFR 1.75(c), Improper Dependent 
Claim 

Claim [I] objected to under 37 CFR 1.75(c), as being of 
improper dependent form for failing to further limit the subject 
matter of a previous claim. Applicant j 9 required to cancel the 
claim(s), or amend the claim(s) to place the cUim(s) j n proper 
dependent form, or rewrite the claim(s) in independent form. [2). 

Examiner Note: 

1 . In bracket 2. insert an explanation Of what is in the claim and 
why it does not constitute a further limitation. 

2. Note Ex parte Porter, 25 USPQ2d 1144 (Bd. Pat. App. & 
Inter. J 992) for situations where a method claim is considered to 
be properly dependent upon a parent apparatus claim and should 
not be objected lo or rejected under 35 U.S.C H2, fourth para- 
graph. See also MPEP §608.0l(n), 'Infringement Test" tor 
dependent claims. The test for a proper dependent claim is 
whether the dependent claim includes every limitation of the par- 
ent claim. The test is npj whether the claims differ in scope. A 
proper dependent claim shall not conceivably be infringed by any- 
thing which would not also infringe the basic claim. 



ni« INFRINGEMENT TEST 

. ^ test 25 to wh < *her a claim is a proper dependent 
gg£^ CT Je every Sg| 

claim from which it depends (35 U.S.C. 112. fSa 
paragrapn; or in otner words that it shall not c'BvT 
ably be infringed hv anv.h.^TT^u ... ni|li nm , 



wttSm ^T does " 0I ,ack com pUan<* with 
« u.a.c. 1 12, fourth paragraph, simply because there 
is a question as to (1) the significance of the further 
hmitation added by the dependent claim, or (2) 
whether the further limitation in fact changes the 
scope of the dependent claim from that of the claim 
from which it depends. The test for a proper depen- 
dent claim un der the fourth paragraph of 35U.S.C 
112 is whether the dependent claim includes every 
limitation of the claim from which it depends. The test 
is not one of whether the claims differ in scope. 

Thus, for example, if claim 1 recites the combina- 
tion of elements A, B, C. and D, a claim reciting the 
structure of claim 1 in which D was omitted or 
replaced by E would not be a proper dependent claim, 
even though it placed further limitations on the 
remaining elements or added still other elements. 

Examiners are reminded that a dependent claim is 
directed to a combination including everything recited 
in the base claim and what is recited in the dependent 
claim. It is this combination that must be compared 
with the prior art, exactly as if it were presented as 
one independent claim. 

The fact that a dependent claim which is otherwise 
proper might relate to a separate invention which 
would require a separate search or be separately clas- 
sified from the claim on which it depends would not 
render it an improper dependent claim, although it 
might result in a requirement for restriction. 

The fact that the independent and dependent claims 
are in different statutory classes does not. in itself, 
render the latter improper. Thus, if claim lr ecitesj^ 
specific product, a riaim for the mBihnrf flfcjjagSai ftT~ 

prpdug of claim 1 in a particular man™ w^fljlgr 
proper depen dent claim since it cnnlrt nnt bTjnfri^wT 
without infrinffng. claim j. Similarly, if claim' T 
recites a method of making a product, a claim for a 
product made by the method of claim 1 could be a 
proper dependent claim. On the other hand, if claim I 
recites a method of making a specified product, a 
claim to the product set forth in claim 1 would not be 
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a proper dependent claim ♦*>since it is conceivable 
that the product claim can be infringed without 
infringing the base method claim if the product can be 
made by a method other than that recited in the base 
method claim< 

IV. CLAIM FORM AND ARRANGEMENT 

A singular dependent claim 2 could read as follows: 
2,The product of claim 1 in which 

A series of singular dependent claims is permissible 
in which a dependent claim refers to a preceding 
claim which, in turn, refers to another preceding 
claim. 

A claim which depends from a dependent claim 
should not be separated therefrom by any claim which 
does not also depend from said "dependent claim/* It 
should be kept in mind that a dependent claim may 
refer back to any preceding independent claim. These 
are are the only restrictions with respect to the 
sequence of claims and, in general, applicant's 
sequence should not be changed. See MPEP 
§ 608.01 (j). Applicant may be so advised by using 
form paragraph 6. 1 8 . 

? 6JS Series of Singular Dependent Claims 

A series of singular dependent claims is permissible in which a 
dependent claim refers to a preceding claim which, in turn, refers 
to another preceding claim, 

A claim which depends from a dependent claim should not be 
separated by any claim which does not also depend from said 
dependent claim. It should be kept in mind that a dependent claim 
may refer to any preceding independent claim. In general, appli- 
cant's sequence will not be changed. See MPEP g 608.010*). 

During prosecution, the order of claims may 
change and be in conflict with the requirement that 
dependent claims refer to a preceding claim. Accord- 
ingly, the numbering of dependent claims and the 
numbers of preceding claims referred to in dependent 
claims should be carefully checked when claims are 
renumbered upon allowance. 

V. REJECTION AND OBJECTION 

If the base claim has been canceled, a claim which 
is directly or indirectly dependent thereon should be 
rejected as incomplete. If the base claim is rejected, 
the dependent claim should be objected to rather than 
rejected, if it is otherwise allowable. 



Form paragraph 7.43 can be used to state the objec- 
tion. 

f 7 A3 Objection to Claims. Allowable Subject Matter 

Claim [1] objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form 
including all of the Umitatioos of the base claim and any interven- 
ing claims. 

608.01 (o) Barfs for Claim Terminology in 
Description [R-2] 

The meaning of every term used in any of the 
claims should be apparent from the descriptive por- 
tion of the specification with clear disclosure as to its 
import; and in mechanical cases, it should be identi- 
fied in the descriptive portion of the specification by 
reference to the drawing, designating the part or parts 
therein to which the term applies. A term used in the 
claims may be given a special meaning in the descrip- 
tion. No term may be given a meaning repugnant to 
the usual meaning of the term. 

Usually the terminology of the original claims fol- 
lows the nomenclature of the specification, but some- 
times in amending the claims or in adding new claims, 
new terms are introduced that do not appear in the 
specification* The use of a confusing variety of terms 
for the same thing should not be permitted. 

New claims and amendments to the claims already 
in the application should be scrutinized not only for 
new matter but also for new terminology. While an 
applicant is not limited to the nomenclature used in 
the application as filed, he or she should make appro- 
priate amendment of the specification whenever this 
nomenclature is departed from by amendment of the 
claims so as to have clear support or antecedent basis 
in the specification for tbe new terms appearing in the 
claims. This is necessary in order to insure certainty in 
construing the claims in the light of the specification, 
Ex parte Kotler, 1901 CD. 62, 95 O.G 2684 
(Comm'r Pat. 1901). See 37 CFR 175, MPEP § 
608.01 (i) and § 1 302-01 . >Note that examiners should 
ensure that the terms and phrases used in claims pre- 
sented late in prosecution of the application (includ- 
ing claims amended via an examiner's amendment) 
find clear support or antecedent basis in the descrip- 
tion so that the meaning of the terms in the claims 
may be ascertainable by reference to the description, 
see 37 CFR 1.75(d)(1). If the examiner determines 
that the claims presented late in prosecution do not 
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